
UNITED STATES DISTRICT COURT 
DISTRICT OF MINNESOTA 

 
 
Oticon A/S and Oticon, Inc., 
 
 Plaintiffs, 
 
v. 
 
GN Resound A/S and GN Hearing 
Care Corporation, 
 
 Defendants. 
 

 
Case No. 15-cv-2066 (PJS/HB) 

 
 
 

ORDER STAYING LITIGATION 

 
Kurt L. Glitzenstein, Thomas B. Manuel, and Michael E. Florey, Fish & Richardson PC, 
60 South Sixth Street, Suite 3200, Minneapolis, MN 55402, for Plaintiffs 
 
Richard T. McCaulley and Janice Jabido, Ropes & Gray LLP, 191 North Wacker Drive, 
32nd Floor, Chicago, IL 60606; Tara C. Norgard, Carlson Caspers Vandenburgh 
Lindquist & Schuman PA, 225 South Sixth Street, Suite 4200, Minneapolis, MN 55402, 
for Defendants 
 

HILDY BOWBEER, United States Magistrate Judge 
 
I. Introduction 
 
 This matter is before the Court on Defendants’ Motion to Stay Litigation Pending 

Inter Partes Review [Doc. No. 20].  The Court heard oral argument on July 24, 2015.  For 

the reasons that follow, the Court grants the motion to stay the litigation until the Patent 

Trial and Appeal Board (“PTAB”) issues a final written decision on the Inter Partes Review 

(“IPR”).  The Court does not decide at this time whether the case should be stayed pending 

exhaustion of any or all appeals from that decision. 
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II. Background 

 Plaintiffs filed this action in April 2015, alleging infringement of United States 

Patent No. 8,300,863 (“the ’863 patent”), entitled HEARING DEVICE AND METHOD 

FOR A WIRELESS RECEIVING AND/OR SENDING OF DATA.  (Compl. [Doc. 

No. 1].)  Plaintiff Oticon A/S, based in Denmark, is the assignee and owner of the ’863 

patent.  (Id. ¶¶ 2, 13.)  Plaintiff Oticon, Inc., a California corporation with its principal 

place of business in New Jersey, holds the exclusive license to the ’863 patent.  (Id. ¶¶ 3, 

14.)  Defendant GN ReSound A/S is based in Denmark, and Defendant GN Hearing Care 

Corporation is a California corporation with its principal place of business in Minnesota.  

(Id. ¶¶ 4-5.)  The parties are direct competitors in the United States market for advanced 

hearing aids.  (Pls.’ Mem. Opp’n at 5 [Doc. No. 26].) 

 On August 16, 2013, Defendants brought the Meskens reference, United States 

Patent Publication No. 2008/0304686, to Plaintiffs’ attention, believing it to be relevant 

to the validity of the ’863 patent.  (Id. at 13.)  On March 25, 2014, seeking to put 

concerns about the Meskens reference to rest, Plaintiffs requested ex parte reexamination 

of the ’863 patent.  (Id. at 13; Defs.’ Mem. Supp. Mot. Stay at 3 [Doc. No. 22].) 

 On October 20, 2014, the USPTO cancelled three claims, amended four claims, 

and added one new claim.  (Ex Parte Reexamination Certificate, Compl. Ex. B [Doc. 

No. 1-2].)  The next day, Defendants filed two petitions requesting inter partes review 

(“IPR”) of all twenty-two claims of the ’863 patent that remained after reexamination, 

citing in support the Meskens reference, among others.  On April 29, 2015, the PTAB 

instituted both IPR petitions after determining there was a reasonable likelihood that 
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eighteen of the twenty-two claims are invalid on obviousness grounds, and that two of 

those same claims are also reasonably likely to be invalid on separate grounds of 

anticipation.  (Jabido Decl. Ex. C [Doc. No. 23-3]; Jabido Decl. Ex. D [Doc. No. 23-4].)  

The PTAB declined, however, to institute an IPR as to the remaining four claims.  

Oral argument in the IPR proceedings is set for January 25, 2016.  Barring any extension, 

a final written decision by the PTAB on the ʼ863 Patent is expected by April 29, 2016.  

At the latest, the PTAB must issue its final written decision by October 31, 2016.  See 

35 U.S.C. § 316(a)(11). 

 On June 15, 2015, Defendants answered the Complaint.  (Answer [Doc. No. 14].)  

On July 10, 2015, Defendants moved to stay the case pending final resolution of the IPR 

proceedings.  (Defs.’ Mot. Stay [Doc. No. 20].)  The Court postponed the Rule 16 

scheduling conference pending decision on this motion.  To date, discovery has not 

commenced. 

III. Discussion 

A. Standard 

“Courts have inherent power to manage their dockets and stay proceedings, 

including the authority to order a stay pending conclusion of a PTO reexamination.”  

Ethicon, Inc. v. Quigg, 849 F.2d 1422, 1426-27 (Fed. Cir. 1988) (citations omitted).  

Whether to stay litigation pending the conclusion of a reexamination or IPR by the patent 

office is within the district court’s discretion.  Viskase Corp. v. Am. Nat’l Can Co., 

261 F.3d 1316, 1328 (Fed. Cir. 2001).  When evaluating a request to stay pending such 

proceedings, courts consider three factors:  (1) whether a stay would unduly prejudice or 
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present a clear tactical disadvantage to the non-moving party; (2) whether a stay will 

simplify the issues in question and trial of the case; and (3) whether discovery is 

complete and whether a trial date has been set.  Honeywell Int’l, Inc. v. Furuno Elec. Co. 

Ltd., No. 09-3601 (MJD/AJB), 2010 WL 3023529, at *2 (D. Minn. July 30, 2010). 

B. Undue Prejudice or Clear Tactical Disadvantage 

Courts may deny a request for a stay where the movant inexplicably or 

unjustifiably delayed seeking reexamination or IPR, or where the stay will do nothing 

more than delay the proceedings.  Ecolab, Inc. v. FMC Corp., No. 05-831 (JMR/FLN), 

2007 WL 1582677, at *1 (D. Minn. May 30, 2007).  Courts may also consider whether a 

stay would unduly prejudice the plaintiff because the alleged infringement cannot be 

remedied by money damages.  See Polaris Indus., Inc. v. BRP U.S. Inc., No. 12-01405 

(ADM/SER), 2012 WL 5331227, at *2 (D. Minn. Oct. 29, 2012) (noting the court may 

deny a stay where money damages would not sufficiently compensate a plaintiff for the 

alleged infringement, but granting the stay in the case before it because the plaintiff failed 

to offer any evidence that a stay would irreparably harm its position in the marketplace). 

Plaintiffs argue they will be unduly prejudiced by a stay because the parties are 

direct competitors in the United States market.  While it is undisputed that Plaintiffs and 

Defendants are head-to-head competitors in a market with relatively few competitors, that 

is not uncommon in patent litigation.  Money damages and, in appropriate cases, a 

permanent injunction, are ordinarily adequate to remedy the harm caused by 

infringement, including loss of sales and market share.  See Travel Tags, Inc. v. 

UV Color, Inc., 690 F. Supp. 2d 785, 799-800 (D. Minn. 2010) (denying preliminary 
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injunction because the plaintiff did not produce evidence that it was likely to be 

irreparably harmed by direct market competition with the defendant if the court did not 

issue a preliminary injunction).  Plaintiffs have failed to explain why, if they prevail at 

trial, the harm attributable to Defendants’ alleged infringement could not be thus 

remedied in this case.  As this District has observed, “Although a stay by definition 

involves delay, not all delay is necessarily unduly prejudicial and here any cost of the 

delay is likely offset by the gains to be achieved by obtaining the PTO’s expert guidance 

on these matters.”  Card Tech. Corp. v. DataCard Corp., No. 05-2546 (MJD/SRN), 

2007 WL 2156320, at *6 (D. Minn. July 23, 2007); see also Neste Oil OYJ, No. 12–1744, 

2013 WL 3353984, at *2 (D. Del. July 2, 2013) (“The mere potential for delay, however, 

is insufficient to establish undue prejudice.”) (emphasis in original) (citations omitted). 

Additionally, Plaintiffs’ decision not to seek a preliminary injunction against 

Defendants in this case, while by no means dispositive of the issue, tends to suggest 

Plaintiffs would not be unduly prejudiced by a stay.  See VData, LLC v. Aetna, Inc., 

No. 06-1701 (JNE/SRN), 2006 WL 3392889, at *5 (D. Minn. Nov. 21, 2006) (plaintiffs’ 

failure to move for a preliminary injunction was a factor in finding that a stay would not 

unduly prejudice them).1 

                                                           
1  Defendants also observe that Plaintiffs seek damages for activity allegedly occurring 
since October 21, 2014, but did not bring suit until April 2015.  They argue this is further 
evidence that Plaintiffs themselves did not believe they were at risk of irreparable harm.  
But Plaintiffs may well have believed that negotiations prior to suit, and in the wake of a 
reexamination outcome that left most of the asserted claims intact, would lead to a 
quicker and perhaps more satisfactory resolution than litigation.  On these facts at least, 
the Court declines to conclude that an effort to resolve the dispute prior to litigation is an 
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Moreover, the proceedings before the PTAB will conclude relatively 

expeditiously.  The statute governing IPR promotes expediency by requiring the PTAB to 

issue a final determination (in the form of a final written decision pursuant to 35 U.S.C. 

§ 318) on validity of the patent “not later than 1 year after the date on which the Director 

notices the institution of a review” unless that deadline is extended by “not more than 

6 months” for good cause.  35 U.S.C. § 316(a)(11).2 

Plaintiffs next argue that Defendants’ decision to wait until after the conclusion of 

the ex parte reexamination to seek an IPR based on prior art about which they had long 

been aware reflects nothing more than an attempt to gain an unfair tactical advantage.  

They contend Defendants delayed their petitions in order to string out the anticipated 

litigation while they solidified their competitive position among customers of the accused 

products.  (Pls.’ Mem. Opp’n at 14-15.)  The Court disagrees.  It was not unreasonable 

for Defendants to wait for the reexamination to play out before deciding whether to invest 

resources in additional challenges.  They filed their petitions the day after the 

reexamination certificate issued, and six months before Plaintiffs filed suit.  Indeed, 

contrary to the order of events in many patent cases, the PTAB already had decided to 
                                                                                                                                                                                           
admission by Plaintiffs that any damage suffered as a result of ongoing infringement 
could be fully compensated by money damages. 
2  This District previously noted, “In fact, presumably now the delay will be even shorter 
than under the prior system.”  Intellectual Ventures II, LLC v. U.S. Bancorp, et al., 
Civ. No.  13–2071 (ADM/JSM), 2014 WL 5369386, at *5 (D. Minn. Aug. 7, 2014); 
see PersonalWeb Techs., LLC v. Facebook, Inc., No. 5:13–CV–01356 (EJD), 2014 WL 
116340, at *2 (N.D.Cal. Jan.13, 2014) (finding one advantage of IPR to be that it 
provides “a more accelerated timeline than the previous inter partes reexamination 
procedure: . . . IPR, if instituted, will typically conclude within 18 months of the filing 
date.  In contrast, the average time from filing to conclusion of the previous inter partes 
reexamination procedure ranged from 28.9 to 41.7 months.”) 
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institute the IPR before the lawsuit was filed, allowing Defendants to bring this motion 

even before the scheduling conference could occur.  On these facts, the Court finds no 

indication that Defendants attempted to delay the proceedings before the PTAB for the 

purpose of gaining an unfair advantage in the litigation or in the market. 

C. Simplification of Issues 

 Courts have noted numerous benefits to staying patent litigation during IPR or 

reexamination, including: 

(1) all prior art presented to the Court will have been first considered by the PTO, 
with its particular expertise; 

(2) many discovery problems related to the prior art can be alleviated by the PTO 
examination; 

(3) in those cases resulting in effective invalidity of the patent, the suit will likely 
be dismissed; 

(4) the outcome of the reexamination may encourage a settlement without the 
further use of the Court; 

(5) the record of reexamination would likely be entered at trial, thereby reducing 
the complexity and length of the litigation; 

(6) issues, defenses and evidence will be more easily limited in pre-trial 
conferences after a reexamination; 

(7) the cost will likely be reduced both for the parties and the Court. 

Intellectual Ventures II, 2014 WL 5369386, at *5; see Card Tech. Corp., 2007 WL 

2156320, at *3  (“[C]ommon sense counsels that it is usually prudent for a court to await 

the PTO’s reassessment of the patents at issue before resuming litigation over the 

validity, enforceability or infringement of those patents.”); 3M Innovative Prop. Co. v. 

Dupont Dow Elastomers LLC, No. 03-3364 (MJD/AJB), 2005 WL 2216317, at *2 

(D. Minn. Sept. 8, 2005) (“Granting a stay will promote judicial economy by 
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‘maximiz[ing] the likelihood that neither the court nor the parties expend their assets 

addressing invalid claims.’”) (citation omitted). 

Here, as in other cases in this District in which a stay has been granted where the 

PTO already decided to institute a review, the Court finds a stay will likely simplify the 

issues for litigation, because the PTO has already found that there is a ‘reasonable 

likelihood’ that those asserted claims of the ’863 patent are invalid.  Knowing whether 

those claims are valid or not, and why, will assist this Court.  See Intellectual Ventures, 

2014 WL 5369386, at *6.  Granted, because the IPR proceeding is limited to certain 

invalidity claims, it may only dispose of some of those claims.  But that does not 

undermine the value of awaiting the decision on the IPR before proceeding with 

litigation, as it will still narrow and streamline the issues, and provide the Court with the 

benefit of the PTO’s guidance on the issues of invalidity.  Indeed, the “issues, defenses, 

and evidence will be more easily limited in pre-trial conferences” and the outcome “may 

encourage a settlement without the further use of the court,” reducing the costs for the 

parties and the Court.  VData, 2006 WL 3392889, at *6. 

In contrast, denying a stay could waste time and resources if the PTAB cancels or 

amends any or all of the challenged claims.  See Intellectual Ventures, 2014 WL 

5369386, at *7. 

Plaintiffs urge that because the four claims not subject to the IPR represent an 

independent claim set that has been alleged against a separate group of accused products, 

this litigation will proceed, eventually, regardless of the outcome of the IPR, and 
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therefore a stay would be unfair and inefficient.3  They further assert that discovery into 

the products accused of infringing those four claims will necessarily entail discovery into 

the products accused of infringing the other eighteen claims.  Thus, they argue, the 

outcome of the IPR, even if favorable to Defendants, will not streamline discovery to a 

significant extent.  (And, conversely, if discovery were allowed to proceed in parallel 

with the IPR, little would prove to have been wasted even if the eighteen claims were 

invalidated.)  To further bolster their position in that regard, Plaintiffs note that the 

parties’ discovery plan contemplates an efficient and cost-effective approach to discovery 

designed to minimize the expenditure of resources even if the outcome of the IPR 

subsequently proves some of that discovery to have been unnecessary.  Finally, they 

suggest that the expedited schedule for the IPR is in fact a reason to deny the stay, 

because by the time the Court is ready to conduct a Markman hearing, it will already 

have the benefit of the PTAB’s written decision on the IPR. 

Plaintiffs’ arguments are not without allure.  The Court appreciates the efforts to 

address whether discovery might be conducted in such a way as to allow the Court and 

the parties to “have their cake and eat it too” by continuing with the case in a resource-

effective manner while awaiting timely input from the PTAB.  Yet, as defense counsel 
                                                           
3  Defendants assert that “[t]he claims for which the IPR was not instituted are not central 
to the present case, and GN does not believe that Oticon will pursue these claims through 
the end of the case.”  (Defs.’ Mot. Stay at 3.)  Plaintiffs disagree, and Defendants do not 
offer any substantiation for their assertion other than that Plaintiffs did not allege 
infringement of those claims until they filed the Complaint on April 21, 2015 [Doc. 
No. 1], shortly before the IPR was instituted on April 29, 2015.  The Court does not find 
this sufficient reason to assume the claims are “not central” or that Plaintiffs will not 
“pursue [them] through the end of the case,” and therefore does not consider that 
argument in considering whether to stay the litigation. 
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noted at the oral argument, although the Markman hearing might not occur until after the 

anticipated PTAB decision, the parties’ infringement and invalidity contentions and claim 

terms and proposed constructions are slated to be exchanged before then.  And even 

Plaintiffs acknowledged that with more than three-quarters of the asserted claims at issue 

in the IPR, with implications for at least half of the accused products, the scope of 

discovery would not be the same if the challenged claims were invalidated.  Accordingly, 

the Court concludes that judicial and party resources are most effectively utilized by 

staying the litigation pending the written determination of the PTAB.  The Court 

emphasizes, however, that it values all efforts made to streamline discovery so as to focus 

on what is significant to the efficient resolution of the case, and not only where a possible 

stay is up for consideration.  The Court expects the parties’ commitment to those efforts 

to continue even after the IPR concludes. 

D. Stage of Litigation 

 Courts are reluctant to stay litigation where the case has proceeded through 

discovery or reached the “trial ready” phase.  Ecolab, 2007 WL 1582677, at *2-3.  But 

here, as noted already, litigation has barely begun.  No scheduling order has issued and 

discovery has not commenced.  Thus, this factor does not weigh against granting a stay.  

See VData, 2006 WL 3392889, at *8 (finding a stay “particularly appropriate” where 

discovery has not started, as “a stay would likely conserve discovery resources because it 

would potentially enable the parties to focus their discovery efforts on a narrower set of 

issues”).  
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IV. Order 

Therefore, based on the foregoing and all of the files, records, and proceedings 

herein, IT IS ORDERED THAT Defendants’ Motion to Stay Litigation Pending Inter 

Partes Review [Doc. No. 20] is GRANTED as follows: 

1. All discovery and all other proceedings in this case are immediately STAYED 
pending the IPR of the ’863 patent at the PTAB. 
 

2. Within 10 days after the PTAB issues its final written decision on the currently 
pending IPR, the parties shall submit a joint report outlining the outcome of the 
IPR with regard to the asserted claims, and the parties’ joint proposal for a 
schedule governing all matters bearing on discovery, motions, proceedings, and 
trial (or separate schedule and proposals, if they cannot agree), including whether 
either or both parties seeks an extension of the stay pending the outcome of any 
appeals of the PTAB’s decision.4 
 
 

 
 
Dated:  August 5, 2015 s/  Hildy Bowbeer  
 HILDY BOWBEER 
 United States Magistrate Judge 

                                                           
4  Defendants’ motion as submitted seeks a stay through all proceedings associated with 
the IPR, including all appeals.  (Mot. Stay at 1.)  At the hearing, however, they modified 
this position and seek only a stay until the PTAB issues a final written decision.  The 
Court agrees this is the more appropriate approach in view of the need to balance the cost 
of delay to Plaintiffs against the gains to be achieved by obtaining the PTO’s guidance on 
the issues before it.  
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